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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 



- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be consiOerea luneiy 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of tl^ls conrnunicanDn 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33) 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 



3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 45-63 is/are pending in the application. 

4a) Of the above claim(s) 50-55,57,59,60,62 and 63 is/are withdrawn from consideration 

5) \3 Claim(s) is/are allowed. 

6) KI Clalm(s) 45-49.56,58,61 and 64 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 19 February 2003 is/are: a)n accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR i I2i(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO- 1 52 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Status 



1 )K Responsive to communication(s) filed on 07 June 2004 . 
2a)S This action is FINAL. 2b)n This action is non-final. 



Attachment(5) 

1) □ Notice of References Cited (PTO-892) 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 



4) n Interview Sunnmary (PTO-413) 



5) n Notice of Informal Patent Application (PTO-152) 

6) □ Other: 



Paper No(s)/Mail Date. 



Paper No(s)/Mail Date 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part 0* Paper No. /Mali Date 29 



Application/Control Number: 09/350,197 Page 
Art Unit: 2683 8/9/04 1 1 :45 AM Final Rejection.doc 

DETAILED ACTION 
Drawings 

1 . The drawings were received on February 1 9, 2003. These drawings are 
disapproved for the reasons stated in paragraph 1 of the Office action dated April 3, 2003. 

Claim Rejections - 35 USC § 102 

2. The text of those sections of Title 35, U.S. Code not included in this aciion can be 
found in a prior Office action. 

3. Claims 45-49 are rejected under 35 U.S.C. 102(e) as being anticipated by Kaku as 
stated by the Office action dated April 3, 2003, paragraph 7. 

The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 . 1 48 
USPQ 459 (1966), that are appHed for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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5. Claims 58, 61, and 64 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kaku in view of Allain, et al as stated in the Office action dated December 5. 2003. 
paragraph 4. 

Response to Amendment 

6. The amendment field February 19, 2003 is objected to under 35 U.S.C. I 32 
because it introduces new matter into the disclosure. 35 U.S.C. 1 32 slates thai no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: 

Page 4, after line 1 7. 
Page 7, after line 3. 

7. Applicant is required to cancel the new matter in the reply to this Office Action. 

8. Elimination of Post Office Box in Arlington, Virginia for Patent Related 
Correspondence 



Effective June 1, 2004, the Office will cease accepting patent-related 
correspondence addressed to the P.O. Box 2327 Arlington, VA 22202. Effective 
May 1, 2003, pursuant to 37 CFR 1.1, patent-related correspondence should 
have been addressed to Commissioner for Patents. P.O. Box 1450, Alexandna. 
VA 22313-1450. Accordingly, as of May 1 , 2003, the provisions of 37 CFR 1 .8 
(Certificate of Mailing) and 1.10 (Express Mail certificate) that were waived by the 
Office were no longer waived for correspondence addressed to P.O. Box 2327, 
Arlington, VA 22202. 
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In November of 2001 , the Office established a Post Office Box in Arlington, 
Virginia (P.O. Box 2327, Arlington, VA 22202) for use on an emergency basis, 
and indicated that the Office would continue to accept patent-related 
correspondence at this Arlington, Virginia Post Office Box and treat such 
correspondence as if it were addressed as set forth in 37 CRF 1.1 for purposes 
of 37 CFR 1.8 and 1.10 until further notice. On March 25, 2003, the Office 
provided notice that persons submitting correspondence to the Office should no 
longer use the Arlington, Virginia Post Office Box for any correspondence 
(including sequence listings in electronic format) after May 1 , 2003. See 
Correspondence with the United States Patent and Trademark Office . 68 Fed. 
Reg. 14332 (March 25. 2003). 



Correspondence in patent-related matters to organizations reporting to the 
Commissioner for Patents must be addressed to: 



Commissioner for Patents P.O. Box 1450 Alexandha, VA 
22313-1450 



Appropriate mail stops should also be used. See the notice titled "Special Mail 
Stops For Patent Mail" that is published each week in the Official Gazette 
Notices and posted on the USPTO Internet web site. 



Questions regarding this notice may be e-mailed to 
PatentPractice@uspto.qov, or directed to the Inventors' Assistance 
Center (formerly the Patent Assistance Center (PAC)) by telephone at 
800-786-9199 or 703-308-4357. 



9. Oversized Postcards Must Be Submitted With Sufficient Postage 



Recently, a number of return receipt postcards have been returned to the U.S. 
Patent and Trademark Office (Office) because the postcards contained 
insufficient postage for an oversized postcard. Oversized postcards require First- 
Class letter postage. 
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Customers are reminded that they are solely responsible for placing the proper 
postage on self-addressed postcards that are submitted to the Office for the 
purpose of obtaining a receipt for correspondence being filed in the Office. 
Customers should be aware of the followinng guidance from the USPS regarding 
postage and acceptability for postcards: 



{A} In order to be eligible for the First-Class Mail card rates (currently $0.23 per 
card, domestic delivery), cards must be of uniform thickness and made of 
unfolded and uncreased paper or card stock of approximately the quality and 
weight of a Postal Service stamped card. Cards claimed at the First-Class 
postcard rate must be: 

(a) Rectangular; 

(b) No less than 3-1/2 inches high, 5 inches long, and 0.007 inch thick; 
and 

(c) No more than 4-1/4 inches high, 6 inches long, and 0.016 inch thick. 

{B}Cards that measure more than 4-1/4 inches high, 6 inches long, or 0.016 inch 
thick are charged postage at the First-Class Mail letter rates. 
3. Cards that measure less than 3-1/2 inches high, 5 inches long, and 0.007 inch 
thick are nonmailable. 



Any return receipt postcard that does not contain sufficient postage or is not 
acceptable may not be delivered by the United States Postal Service (USPS) to 
the address provided on the postcard, and, if returned to the Office, may be 
discarded. 



For information regarding the Office's postcard receipt practice in patent-related 
matters, see Manual of Patent Examining Procedure (MPEP) (8'' Ed., Rev. 1 , 
Feb. 2003), Section 503. Questions regarding sufficient postage for postcards 
should be directed to the United States Postal Service. Questions regarding this 
notice may be e-mailed to PatentPractice(a)uspto.aov . or directed to the 
Inventors' Assistance Center by telephone at (800)786-9199. or (703)308-4357. 
07/01/04 



Election/Restrictions 
10. This application contains claims 50-55, 57, 59, 60, 62, 63 are drawn lo an 
invention nonelected with traverse in Paper No. 1 7. A complete reply to the final 
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rejection must include cancelation of nonelected claims or other appropriate action (37 
CFR 1.144) See MPEP § 821.01. 

Response to Arguments 
IL Applicant's arguments filed June 7, 2004 have been fully considered but they are 
not persuasive. 

Anticipatory reference need not duplicate, word for word, whai is in 
claims; anticipation can occur when claimed limitation is "inherent" or otherwise 
implicit in relevant reference ( Standard Havens Products Incorporated v. Gencor 
Industries Incorporated, 21 USP02d 1321 ). During examination before the Patent 
and Trademark Office, claims must be given their broadest reasonable 
interpretation and limitations from the specification may not be imputed to the 
claims ( Ex parte Akamatsu , 22 USP02d, 1918: In re Zletz , 13 USPQ2d 1320. hi 
re Priest , 199 USPQ 11). In response to Applicant's argument, the law of 
anticipation requires that a distinction be made between the invention described or 
taught and the invention claimed. It does not require that the reference "/each" 
what the subject patent teaches. Assuming that a reference is properly "prior an, " 
it is only necessary that the claims under consideration "read on" something 
disclosed in the reference, i.e., all limitations of the claim are found in the 
reference, or Jully met" by it. It was held in In re Donohue . 226 USPQ 6 1 9. thai, 

is well settled that prior art under 35 (JSC §l02(h)must sufficiently describe 
the claimed invention to have placed the public in possession of it... Such 
possession is effected if one of ordinary skill in the art could have combine the 
description of the invention with his own knowledge to make the claimed 
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invention. " Clear inference to the artisan must be considered, In re Preda . 1 59 
USPQ 342. A prior art reference must be considered together with the knowledge 
of one of ordinary skill in the pertinent art. In re Samour . 1 97 USPQ I . Durnig 
patent examination, the pending claims must be given the broadest reasonable 
interpretation consistent with the specification. " Claim term is not hmiied lo 
single embodiment disclosed in specification, since number of embodiments 
disclosed does not determine meaning of the claim term, and applicant cannoi 
overcome ''heavy presumption" that term takes on its ordinary meaning simply by 
pointing to preferred embodiment (Teleflex Inc. v. Ficosa North America Coip., 
CA PC, 6/21/02, 63 USPQ2d 1374). Apphcant always has the opportunity to 
amend the claims during prosecution and broad interpretation by the examiner 
reduces the possibility that the claim, once issued, will be interpreted more 
broadly than is justified. In re Prater, 415 F.2d 1 393, 1 404-05, 1 62 USPQ 54 1 , 
550-51 (CCPA1969). "Arguments that the alleged anticipatoiy prior an is 
nonanalogous art ' or teaches away from the invention ' or is not recognized as 
solving the problem solved by the claimed invention ^ [are] not germane ' fo a 
rejection under section 102. ** Twin Disc, Inc. v. United States, 231 USPQ 41 1. 
424 (CI. Ct. 1986) (quoting In re Self, 671 F.2d 1344,213 USPQ 1,7(CCPA 
1982)). A reference is no less anticipatory if, after disclosing the invention, the 
reference then disparages it. The question whether a reference "teaches awHiy" 
from the invention is inapplicable to an anticipation analysis. Celeriias 
Technologies Ltd. v. Rockwell International Corp., 1 50 F.3d 1 354, 1 36 1 . 47 
USPQ2d 1516, 1522-23 (Fed. Cir.1998). 
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In response to applicant's argument thai the references fail to show ceriain 
features of applicant's invention, it is noted that the features upon which applicant 
relies (i.e., security) are not recited in the rejected claims. Although the claims 
are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 9S8 F. 2d 1 181, 26 USPQZd 1057 
(Fed. Cir. 1993). ''Secure'' also means reliable and dependable. If applicant 
claims his invention in very broad terms, it should not come to surprise to 
applicant that the examiner also examines the claims just as broadly. 

Applicant's representative argues about the invention and law 
enforcement, fire, medical and other emergency services. The specification is not 
the measure of the invention. Therefore, limitations contained therem can not be 
read into the claims for the purpose of avoiding the prior art ( In re Sporck , I 55 
USPQ 687). Attempt to invoke limitations present in the preferred embodmieni 
but absent from the claims themselves violates the established claim construction 
principles. 

Applicant's attorney states that non of the references have anything about 
security. The examiner disagrees since Kaku states, '7/? fhis case, a 
communication is performed making use of a radio module MODa corresponding 
to the network Na, At the beginning of the communication, telephone number 
information (telephone number itself for instance) of the calling party is 
transmitted from base station of the network Na. which is registered in the 
telephone number register 4 of the multi-modal handy phone I. For the telephone 
number register 4, a volatile memory such as a RAM (Random Access Memory) 
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or an SRAM (Static RAM) is preferably applied for security control of the calling 
party. " 

*'New ma//er" prohibition of 35 USC §112 plays an imponant role in 
establishing the filing data of the application as prima facie date of the invention. 
Patent laws do not permit the insertion of additional descriptive matter subsequent 
to the filing date in order to complete the disclosure so as to confomi the 
specification's description of the invention to statutory standard (^.v parte MaizeL 
28 USPQ2d 1662). If new matter is added to the claims, the examiner should 
reject the claims under 35 U.S.C. 112, first paragraph - written description 
requirement. /« re 650 F.2d 1212,211 USPQ 323 {CCPA 1981). 

There might be support for each step in the specification, yet 
nowhere in the specification has support for the nexus between these 
claimed steps. The examiner agrees with applicant's attorney that a 
picture is worth a thousand words and each of the thousand words are 
new matter. 

Conclusion 

12. THIS ACTION IS MADE FINAL . Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1 . 1 36(a). 
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13. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the maihng date of this action. In the event a First reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 



14. If applicants wish to request for an interview, an "Applicant Initiated Interview^ 
Request** form (PTOL-413A) should be submitted to the examiner prior to the interview 
in order to permit the examiner to prepare in advance for the interview and to focus on 
the issues to be discussed. This form should identify the participants of the interview, ilie 
proposed date of the interview, whether the interview will be personal, telephonic, or 
video conference, and should include a brief description of the issues to be discussed. A 
copy of the completed Applicant Initiated Interview Request" fomi should be attached to 
the Interview Summary form, PTOL-413 at the completion of the interview and a copy 
should be given to appHcant or applicant's representative. 
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15. If applicant request an interview after this final rejection, prior to the interview, 
the intended purpose and content of the interview should be presented brieflv, in writing. 
Such an interview may be granted if the examiner is convinced that disposal or 
clarification for appeal may be accomplished with only nominal further consideraiion. 
Interviews merely to restate arguments of record or to discuss new limitations which 
would require more than nominal reconsideration or new search will be denied. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to WILLIAM D CUMIVIING whose telephone number is 
703-305-4394 . The examiner can normally be reached on Monday-Tuesday 1 0:30am to 
8:30pm and Wednesday, 1 1 :00am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervison WILLIAM TROST can be reached on 703-308-53 1 8. The fax phone 
number for the organization where this application or proceeding is assigned is 703-872- 
9306. 




